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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
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Disposition of Claims 

4) £K] Claim(s) 13-24 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6) S Claim(s) 73-24 is/are rejected. 
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Applicants' Preliminary Amendment, filed on May 19, 2005, has been made of 
record and entered. With the entry of this amendment, claims 1-12 have been canceled, 
and new claims 13-24 have been added. 

Claims 13-24 are now pending in this application. 

Priority 

1 . Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which 
papers have been placed of record in the file. 

Applicants' Priority Document was filed on May 19, 2005. 



Claim Rejections - 35 USC § 102 

2. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 



3. Claims 13-19, 21, and 22 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Deeba etal. (U. S. Patent No. 6,764,665). 

Deeba et al. teach a layered catalyst composite comprising a carrier, and three 
layers deposited thereon. 
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The carrier preferably comprises a metal or ceramic honeycomb structure, and 
may be a ceramic carrier such as silicon nitride. See col. 5, lines 2-24 of Deeba et al. If 
the carrier is metallic in nature, the surface thereof may be oxidized to form an oxide 
layer on its surface. See col. 5, lines 25-45 of Deeba et al. (considered to read upon 
claims 14, 15, and 22). 

The first layer deposited on the carrier comprises a refractory metal oxide such 
as titania, silica, zirconia, and mixtures thereof. The first layer may also contain 
platinum, as well as an oxygen storage component, such as one or more reducible 
oxides of one or more rare earth metals. Further, the first layer may contain a promoter; 
exemplary promoters include one or more non-reducible oxides of one or more rare 
earth metals selected from the group consisting of lanthanum, praseodymium, yttrium, 
zirconium, and mixtures thereof. See col. 5, line 46 to col. 6, line 9 of Deeba et al. 
(considered to read upon claims 16-18, and also claim 19). 

The second layer comprises palladium and/or platinum deposited on a refractory 
metal oxide, and may also comprise stabilizers such as non-reducible metal oxides, 
wherein the metal is selected from the group consisting of barium, calcium, magnesium, 
strontium, and mixtures thereof, and may also comprise promoters including one or 
more non-reducible rare earth metal oxides. See col. 6, lines 1 1-35 of Deeba et 
al. (considered to read upon claim 21). 

In view of these teachings, Deeba et al. anticipate claims 13-19, 21, and 22. 
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Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

6. This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 
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7. Claims 13 and 20 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Deeba et al. (U. S. Patent No. 6,764,665) in view ofMatsuura et al. (U. S. 
Patent No. 5,846,460). 

Deeba et al. is relied upon for its teachings in the above 102(b) rejection. 
Although this reference teaches a porous carrier reading upon that instantly claimed, 
Deeba et al. is silent with respect to the porosity of said carrier. 

Matsuura et al. teaches a silicon nitride carrier (employable as a filter or catalytic 
carrier, see Abstract) exhibiting a porosity of at least 20 vol. % and not more than 75 
vol. %. See col. 6, lines 16-28 of Matsuura et al. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Deeba et al. by employing a silicon 
nitride carrier such as that taught by Matsuura et al., and thereby obtain Applicants' 
invention. 

8. Claims 13 and 22-24 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Deeba et al. (U. S. Patent No. 6,764,665) in view of Dang et al. 
(U. S. Patent No. 6,613,299). 

Deeba et al. is relied upon for its teachings in the above 102(b) rejection. Deeba 
et al. do not teach or suggest the limitations of claims 22-24. 

Dang et al. teach a catalyzed diesel particulate filter comprising a porous filter 
substrate formed from a conventional filtering product, such as a honeycomb, monolith 
or foam structure. Preferably, the filter substrate has a significant flow-through capacity 
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so as not to prevent or restrict significantly; however, it must also contain sufficiently 
convoluted passageways to cause the particulate matter to drop out of the exhaust gas 
stream and be retained by the filter substrate. See col. 4, lines 9-22 of Dang et al. 

Examples of the filter substrate include silicon carbide; the filter substrate is 
preferably impregnated with a catalytic material (e.g., alkaline earth metal vanadate, 
and precious metal such as platinum, palladium, etc.). See col. 4, lines 23-53 of Dang et 
al. 

With respect to claim 24, it is considered that because the prior art teaches a 
singular filter structurally reading upon that instantly claimed, a number of the same 
filters, bonded together, would be within the level of ordinary skill in the art. The 
concept of duplication is not patentable. St. Regis Paper Co. v. Bemis Co. Inc. , 193 
U.S.P.Q. 8, 1 1 (7th Cir. 1977). While this decision relates to the duplication of parts, 
there is no reason why such duplication cannot be extended to a process step. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the teachings of Deeba et al. by incorporating therein the 
porous filter substrate disclosed in Dang et al., and thereby obtain Applicants 1 invention. 

Conclusion 

9. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patricia L. Hailey whose telephone number is (571) 272- 
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1369. The examiner can normally be reached on Mondays-Fridays, from 7:00 a.m. to 
3:30 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jerry Lorengo, can be reached on (571) 272-1233. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group 1700 Receptionist, whose telephone 
number is (571)272-1700. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Patricia L. Hailey/plh 
Examiner, Art Unit 1755 
March 5, 2007 




